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DETAILED ACTION 

REMARKS 

Request for continued examination submitted by Applicants has been 
acknowledged. Claims 1-19 are pending, but claims 18 and 19 have been withdrawn 
from consideration. Claim 1 has been amended. Claim 1 now recites a colorless 
colorant. The amendment has changed the scope of claims 1-17. 

The claim objections cited in the previous Office action is withdrawn in light of the 
amendments. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-5, 7-12, 14-17 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Chee et al. (US 6,429,027 B1) in view of Leblans et al. (US 

2004/0069857 A1). 



A~ C 3 0WrO ' NUmber:10/625 ' 424 

~'~s Ubstrate(seeF ,, 1A1Bandiine 
concentration of the microspheres can rann„ , 

between 0 2 to 200 • ' ™ ««• 

etween 0.2 to 200 microns (see lines 33-40 col 91 Th= • 

Probes in the form of a hioacf ^ bi0l ^ ical 

of a broachve agent (i.e. nucleic acids (see claim «n «. . „• 
analyte of interest (see claim 1) Th„ • 

clarm 1). The mrcrospheres can comprise a dye in the form of 

Speo,nca,,ona bs or b ,i 9 h, a „ dconverttheabsorbed .J 
seated process (see lines 8-10, col. 2). 

developed to a colored state. 

[0056]). The d,sclosed photoohromic dyes are colorless and unri 

====== 

oecause the color change is irreversible. 

«-,dhave te eno bv ,„us to one of ordinary s ki |, in the art to use the 
Photoohromic dyes disclosed oyLeolanse. a, t0 identify ■ 

° ' denWy the microspheres disclosed b y 
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Chee et al. since the photochrome dyes disclosed by Leblans et a, unrt 

color change. Permanent 



Claim 13 is rejected under 35 US r imi^ . ■ 

U.S.C. 1 03(a) as bemg unpatentable over Chee et 

al.mv.ewofLeb.ansetal.asappliedtoolaimsl-s 7-12 14 17 anrif rth . 
Wang (US 4,663,277,. 

Ne«her Chee et al. nor Leblans e, al. disclose the immobilization of the 
microspheres by a gelation process. 

Wang discloses an immunoassay for a virus accomplished by utilizing 
"^spheres coated wilh antiviral antibodies. The relerence discloses tha, me method 
of .he immunoassay involves immobilizing ,he microspheres by piacing the 
microspheres in a gel (see lines 46-50 col. 9). 

the mod.fied microspheres disclosed by Chee et al an* . M 

t u y 6 6t aL and Leblans ^ al. by means of a gel 

as taught by Wang so that the microspheres are h.tt 

crospneres are better secured within the wells of the 



Cla.ms 1, 3, 5 and 6 are rejected under 35 U S C I03fa. a , h ■ 
ov „ u.^.u 103(a) as being unpatentable 

over Chee et al. ,n view of Litt (US 4,092,408). 

Chee et a,, disclose a two-dimensional array of microspheres randomly 
immobilized in wells of a substrate (see Figs 1A l Bs „Hr , 
rnn t K ,gS,1A ' 1Bandl,ne 2.col.5),whereinthe 

concentration of the microspheres can r*nn« t rn 

P can range from a s.ngle microsphere to 2 billion 



Application/Control Number: 10/625,424 

Art Unit: 1743 ~ Page 5 

microspheres per cm* (see lines 1-33, co,. 6). The size of the microspheres can range 
between 0.2 ,o 200 microns (see iines 33-40. co,. 9,. The microspheres bear biological 
probes in the form of a bioactive agent (i.e. nucleic acids [see Cairn 12]) tha , binds an 
analyte of inferos, (see claim „. The microspheres can comprise a dye in ,he form of 
chromophores .ha, can be developed «o produce a unique optica, signature tha, allows 
one to visually identity the microspheres and the bioactive agent bound to the 
microspheres (see claim 5 and line 25, col. 21). 

The microspheres disclosed by Chee et al. differ from the claimed invention in 
that the reference does not disclose that the dye is a colorless dye that can be 
developed to a colored state. 

Litt discloses an enzyme label tha, interacts with colorless o-nitrophenol dyed 
sugar to produce a measurable color intensity (see iines 45-55, col. 7). The enzyme 
cleaves the sugar from the dye and releases the dye. The intensity of the color is 
proportional to the enzyme activity. 

I, would have been obvious to one of ordinary skill in the art to provide the 

dtsclosed by Lift al,ows the quantification o, enzyme activ«y directly from the intensity of 
the color produced by the enzyme reaction. 

Response (o Arguments 

Applicant arguments with respect to claims 1-17 have been considered bu, are 
moo, in view of the new grounds of rejeCion. The amendments made to the claims 
changed the scope of the claims and necessitated new grounds of refection 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul S. Hyun whose telephone number is (571)-272- 
8559. The examiner can normally be reached on Monday-Friday 8AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571)-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Ml Warden 
Superv^fory Patent Examiner 
Teebnofogy Center 1 700 



